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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments filed 12/22/06 have been fully considered but they are not 
persuasive. 

The applicant argues on pages 17 and 18 of the remarks in essence that: 
The recited feature of claims 9 and 15 would be understood by one of ordinary 
skill. 

a. The independent claims 1 and 10 include the limitation of a computer- 
readable medium which can be mounted, which is disclosed in the applicant's 
specification as a CD-R. A CD-R can only be written to once, so rerecording to 
the CD-R would be impossible. Therefore, the information present on the 
computer-readable medium as defined in claims 1 and 10 cannot be renewable. 

The applicant argues on pages 18 and 19 of the remarks in essence that: 
The ID of Mclntyre identifies the film cartridge and is not print-order acceptor 
information. 

b. The ID is used in when the customer goes to the photonetwork service 
provider (col. 13, lines 45-52). The customer uses the ID when accessing the 
photonetwork service provider to upload and order images (col. 6, lines 30-37). 
Therefore, the ID (col. 13, lines 41-52) reads on the designated print-order 
acceptor information because it is information utilized by the entity that receives 
the print order. 
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The applicant argues on pages 19 and 20 of the remarks in essence that: 
There is no indication that both the image data and the print order request is 
transmitted simultaneously. 

c. The limitation of claim 1 does not include transmitting a print order 
request. The ID is used in when the customer goes to the photonetwork service 
provider (col. 13, lines 45-52). The customer uses the ID when accessing the 
photonetwork service provider to upload and order images (col. 6, lines 30-37). 
Therefore, the customer transmits must transmit the ID to upload and order 
images. The image data and print order acceptor information are considered 
transmitted at the same time because they are transmitted during the same 
computer session. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 9 and 15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The applicants specification discloses the 
mountable recordable medium as a CD-R and discloses the limitation of renewing said 
server-connection address information and said designated print-order acceptor 
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information as rerecording. A CD-R cannot be rerecorded more than once and thus the 
limitation is impossible. 

Claim Objections 

4. Claims 36 and 37 are objected to because of the following informalities: The 
claim language should be changed to "wherein information of a print order requester afe 
is recorded." Appropriate correction is required. 

Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1,2, 7-9, 20, 25, and 29 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Mclntyre et al. Patent 7,016,868. 

Referring to claims 1, 20, and 29, Mclntyre et al. disclose an image print order 
system using a network, comprising: an order receiving server which is connected to 
said network (server 35 of Fig. 2, col. 6, lines 64-66); and a terminal unit connectable to 
said network (computer 30 of Fig. 2, col. 6, lines 49-63), to which a computer-readable 
medium can be mounted (image storage device 24 of Fig. 1, col. 6, lines 15-20); 
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wherein said. terminal unit, when the computer-readable medium, storing a digital image 
data, a server-connection address information (col. 6, lines 2-5, 25-29), and a 
designated print-order acceptor information (ID, col. 13, lines 41-52), is mounted to the 
terminal unit, said terminal unit is connected to said order receiving server based on 
said server-connection address information so as to transmit said designated print-order 
acceptor information (the ID is used to access photonetwork service provider, col. 13, 
lines 45-52) and at least a part of said digital image data at the same time to said order 
receiving server (the customer uses the ID when accessing the photonetwork service 
provider to upload and order images, col. 6, lines 30-37); and wherein said order 
receiving server outputs a print command data based on the received digital image 
data, and a command data by which a receiver of an order in accordance with said 
designated print-order acceptor information can receive an image print that is printed 
based on said print command data (col. 8, lines 44-49). The ID as disclosed by 
Mclntyre (col. 13, lines 41-52) reads on the designated print-order acceptor information 
because it is information utilized by the entity that receives the print order. 

Referring to claim 2, Mclntyre et al. disclose wherein said order receiving server 
is a WWW server (server 35 of Fig. 2, col. 6, lines 64-66). 

Referring to claim 7, Mclntyre et al. disclose wherein said server-connection 
address information and designated print-order acceptant information are recorded 
when the digital image data is recorded in said computer-readable medium (col. 8, lines 
8-18). 
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Referring to claim 8, Mclntyre et al. disclose wherein said designated print-order 
acceptant information is data that specifies a receiver of request to whom creation of 
said computer-readable medium has been requested (col. 13, lines 41-52). 

Referring to claims 9, Mclntyre et al. disclose wherein said server-connection 
address information and said designated print-order acceptant information are 
renewable (col. 8, lines 8-18). 

Referring to claim 25, Mclntyre et al. disclose wherein the requested service 
shop originally records its data as the requested service shop data to the computer- 
readable medium (col. 8, lines 8-18). 

7. Claims 10, 11, 13, 14, 16, 17, 19, 26-28, and 33-35 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Mclntyre et al. Patent 7,016,868, and further 
in view of Hurtado et al. Patent 6,61 1 ,81 2. 

Referring to claim 10, Mclntyre et al. disclose a computer-readable medium on 
which digital image data has been recorded (image storage device 24 of Fig. 1 , col. 6, 
lines 15-20), which can be mounted to a terminal unit (computer 30 of Fig. 2, col. 6, 
lines 49-63) connectable to a network, and which stores therein connection address 
data to an order receiving server (server 35 of Fig. 2, col. 6, lines 64-66) connected to 
said network (col. 6, lines 2-5, 25-29), designated print-order acceptor information (ID, 
col. 13, lines 41-52), and causing said terminal unit to connect to said order receiving 
server when the computer-readable medium is mounted to said terminal unit and to 
transmit said image data (the customer uses the ID when accessing the photonetwork 
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service provider to upload and order images, col. 6, lines 30-37) and said designated 
print-order acceptor information (the ID is used to access photonetwork service 
provider, col. 13, lines 45-52) at the same time to said order receiving server so that 
said image data is printed according to said print-order acceptor information (col. 8, 
lines 44-49). The ID as disclosed by Mclntyre (col. 13, lines 41-52) reads on the 
designated print-order acceptor information because it is information utilized by the 
entity that receives the print order. Mclntyre et al. does not disclose expressly an 
automatic run program. Hurtado et al. disclose automatically executing the automatic 
run program when the computer-readable medium is mounted to the terminal to connect 
to the selected print service receiving server (col. 84, lines 45-60). Mclntyre et al. and 
Hurtado et al. are combinable because they are from the same field computer systems. 
At the time of the invention, it would have been obvious to a person of ordinary skill to 
automatically run a program when a CD is inserted. The motivation for doing so would 
have been to eliminate the need for the user to manually load the program on the CD. 
Therefore, it would have been obvious to combine Hurtado et al. with Mclntyre et al. to 
obtain the invention as specified in claim 10. 

Referring to claims 1 1 and 17, Mclntyre et al. disclose wherein said order 
receiving server is a WWW server (server 35 of Fig. 2, col. 6, lines 64-66). 

Referring to claim 13, Mclntyre et al. disclose wherein said server-connection 
address information and designated print-order acceptant information are recorded 
when the digital image data is recorded in said computer-readable medium (col. 8, lines 
8-18). 
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Referring to claims 14 and 19, Mclntyre et al. disclose wherein said designated 
print-order acceptant information is data that specifies a receiver of request to whom 
creation of said computer-readable medium has been requested (col. 13, lines 41-52). 

Referring to claim 15, Mclntyre et al. disclose wherein said server-connection 
address information and said designated print-order acceptant information are 
renewable (col. 8, lines 8-18). 

Referring to claim 16, Mclntyre et al. disclose a method for providing a computer- 
readable medium on which digital image data have been recorded, wherein at least one 
of digital image data obtained by developing a photographic film before development 
and carrying out a photoelectrical conversion of the image after development, digital 
image data obtained by carrying out a photoelectrical conversion of the photographic 
film after development or an image of an image print, and digital image data recorded 
on other computer-readable mediums is recorded on a single computer-readable 
medium (col. 5, lines 48-58), the method comprising recording on said computer- 
readable medium connection address data to a print order receiving server connected 
to a network (col. 6, lines 2-5, 25-29), designated print-order acceptant information (ID, 
col. 13, lines 41-52), and data for causing a terminal unit to connect to said print order 
receiving server through said network when the computer-readable medium is mounted 
to said terminal unit and to transmit said image data (the customer uses the ID when 
accessing the photonetwork service provider to upload and order images, col. 6, lines 
30-37) and said designated print-order acceptor information (the ID is used to access 
photonetwork service provider, col. 13, lines 45-52) at the same time to said print order 
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receiving server so that said image data is printed according to said print-order acceptor 
information (col. 8, lines 44-49). The ID as disclosed by Mclntyre (col. 13, lines 41-52) 
reads on the designated print-order acceptor information because it is information 
utilized by the entity that receives the print order. Mclntyre et al. does not disclose 
expressly an automatic run program. Hurtado et al. disclose automatically executing 
the automatic run program when the computer-readable medium is mounted to the 
terminal to connect to the selected print service receiving server (col. 84, lines 45-60). 
Mclntyre et al. and Hurtado et al. are combinable because they are from the same field 
computer systems. At the time of the invention, it would have been obvious to a person 
of ordinary skill to automatically run a program when a CD is inserted. The motivation 
for doing so would have been to eliminate the need for the user to manually load the 
program on the CD. Therefore, it would have been obvious to combine Hurtado et al. 
with Mclntyre et al. to obtain the invention as specified in claim 16. 

Referring to claim 26, Mclntyre et al. disclose mounting the computer-readable 
medium, but does not disclose expressly an automatic run program. Hurtado et al. 
disclose automatically executing the automatic run program when the computer- 
readable medium is mounted to the terminal to connect to the selected print service 
receiving server (col. 84, lines 45-60). Mclntyre et al. and Hurtado et al. are combinable 
because they are from the same field computer systems. At the time of the invention, it 
would have been obvious to a person of ordinary skill to automatically run a program 
when a CD is inserted. The motivation for doing so would have been to eliminate the 
need for the user to manually load the program on the CD. Therefore, it would have 
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been obvious to combine Hurtado et al. with Mclntyre et al. to obtain the invention as 
specified in claim 26. 

Referring to claim 27, Hurtado et al. disclose the image print ordering system of 
claim 26, wherein the computer-readable medium further includes a to-network 
connection program operated by the automatic run program (web browser, col. 84, lines 
45-60). 

Referring to claim 28, Mclntyre et al. disclose further including a viewer program 
for viewing and selecting image and generating the print request data. Hurtado et al. 
disclose the automatic run program (col. 6, lines 25-36). 

Referring to claim 33, Mclntyre et al. disclose wherein the program executes an 
order input processing program for viewing and selecting images and generating the 
print request data, and wherein the program connects to the selected print service 
receiving server prior to running the order content input processing program (col. 6, 
lines 25-36). 

Referring to claim 34, Mclntyre et al. disclose wherein the selected print service 
receiving server provides the order content input processing program to the terminal 
through the network (col. 6, lines 25-36). 

Referring to claim 35, Mclntyre et al. disclose providing an order content input 
processing program to the terminal via the network prior to receiving the print request 
from the terminal, wherein the order content input processing program is executed by 
the terminal to generate the print request (col. 6, lines 25-36). 
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8. Claims 36, 39, and 40 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mclntyre et al. Patent 7,016,868, as applied to claims 1, 20, and 29 
above, and further in view of Nakajima et al. Patent 6,665,0783. 

Referring to claim 36, Mclntyre et al. disclose the computer-readable medium of 
claim 1 , but do not disclose expressly wherein information of a print order requester are 
recorded. Nakajima et al. disclose wherein information of a print order requester are 
recorded on a computer-readable medium (Fig. 2, order information, col. 6, lines 45-51). 
At the time of the invention, it would have obvious to a person of ordinary skill in the art 
to record print order requester. The motivation for doing so would have been to 
associate information of the owner with image data. Therefore, it would have been 
obvious to combine Nakajima et al. with Mclntyre et al. to obtain the invention as 
specified in claim 36. 

Referring to claims 39 and 40, Mclntyre et al. disclose a terminal and print 
service receiving server, but do not disclose expressly transmitting a print order 
requester data to the selected print service receiving server. Nakajima et al. disclose 
wherein a terminal is also configured to transmit a print order requester data to a print 
service receiving server, and wherein the print order requester data is recorded in a 
computer-readable medium (Fig. 2, order information, col. 6, lines 45-51). At the time of 
the invention, it would have obvious to a person of ordinary skill in the art to record print 
order requester. The motivation for doing so would have been to associate information 
of the owner with image data. Therefore, it would have been obvious to combine 
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Nakajima et al. with Mclntyre et al. to obtain the invention as specified in claims 39 and 
40. 

9. Claims 37 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mclntyre et al. Patent 7,016,868 Hurtado etal. Patent 6,611,812, as applied to 
claims 10 and 16 above, and further in view of Nakajima et al. Patent 6,665,0783. 

Referring to claims 37 and 38, Mclntyre et al. disclose the computer-readable 
medium, but do not disclose expressly wherein information of a print order requester are 
recorded. Nakajima et al. disclose wherein information of a print order requester are 
recorded on a computer-readable medium (Fig. 2, order information, col. 6, lines 45-51). 
At the time of the invention, it would have obvious to a person of ordinary skill in the art 
to record print order requester. The motivation for doing so would have been to 
associate information of the owner with image data. Therefore, it would have been 
obvious to combine Nakajima et al. with Mclntyre et al. to obtain the invention as 
specified in claims 37 and 38. 

Allowable Subject Matter 

10. Claims 3-6, 12, 18, 21-24, and 30-32 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 



Conclusion 
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1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter K. Huntsinger whose telephone number is 
(571)272-7435. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Moe Aung can be reached on (571)272-7314. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




